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4) g| Claim(s) 23-43 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 
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DETAILED ACTION 



Applicant's response and the terminal disclaimer filed on 12/05/00 has been fully 
considered but are found unpersuasive for new grounds of restriction requirement below. 



Election/Restriction 



Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

Claims 23-37, drawn to a recombinant mammalian chromosome and cells 
comprising a Group I intron encoded endonuclease site (I-Scel), classified in 
class 435, subclass 325. 

Claims 23-34, 36-37, drawn to a recombinant mammalian chromosome and cells 
comprising a Group I intron encoded endonuclease site (I-SceIV), classified in 
class 435, subclass 325. 

Claims 23-34, 36-37, drawn to a recombinant mammalian chromosome and cells 
comprising a Group I intron encoded endonuclease site (I-CsmI), classified in 
class 435, subclass 325. 

Claims 23-34, 36-37, drawn to a recombinant mammalian chromosome and cells 
comprising a Group I intron encoded endonuclease site (I-PanI), classified in 
class 435, subclass 325. 




V. Claims 23-37, drawn to a recombinant plant chromosome and cells comprising a 
Group I intron encoded endonuclease site (I-Scel), classified in class 435, 
subclass 410. 

*. 

VI. Claims 23-34, 36-37, drawn to a recombinant plant chromosome and cells 
comprising a Group I intron encoded endonuclease site (I-SceIV), classified in 
class 435, subclass 410. 

•„ VII. Claims 23-34, 36-37, drawn to a recombinant plant chromosome and cells 
comprising a Group I intron encoded endonuclease site (I-CsmI), classified in 
class 43 5, subclass 410. 
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VIII. Claims 23-34, 36-37, drawn to a recombinant plant chromosome and cells 
comprising a Group I intron encoded endonuclease site (I-PanI), classified in 
class 435, subclass 410. 

IX. Claims 38-4% drawn to a recombinant retroviral vector comprising a HO. and 
Group I intron. encoded endonuclease site (I-Scel), classified in class 435, 
subclass 320. L 

X. Claims 38-42, drawn to a recombinant recombinant retroviral vector comprising a 
HO and Group I intron encoded endonuclease site (1-SceIV), classified in class 
435, subclass 320.1. 

XI. Claims 38-42, drawn to a recombinant recombinant retroviral vector comprising a 
HO and Group I intron encoded endonuclease site (I-CsmI), classified in class 
435, subclass 320.1. 

XII. Claims 38-42, drawn to a recombinant retroviral vector comprising a HO and 
Group I intron encoded endonuclease site (I-PanI), classified in class 435, 
subclass 320.1. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions I to XQ are distinct. Inventions are distinct if it can be shown that they are not 
disclosed as capable of use together and they have different modes of operation, different 
functions, or different effects (MPEP ' 806.04, MPEP ' 808.01). In the instant case the I-SceL I- 
ScelV, I-CsmI and I-PanI are structurally and functionally distinct endonucleases, which have 
structurally divergent sites of action and result in structurally distinct nucleic acid cleavages. 
Furthermore, the genetically engineered plant and mammalian chromosomes and cells are 
distinct because they are classified in different subclasses. In addition, the recombinant 
chromosome, and the retroviral vectors encoding I-Scel are structurally and functionally 
different products. For example, the retroviral vectors deliver the encoded gene by infecting 
cells, ; whereas delivery of an artificial chromosome requires the transfection of recombinant 
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chromosome. The method of making recombinant chromosome and retroviral vectors are 
distinct. Thus, these inventions are distinct and are of separate use. 

Claims 23-27, 29-34 and 36-37 are generic to Group I-VIII because they encompass 
multiple inventions. Should any group I- VIII elected, claims 23-27, 29-34 and 36-37 will be 
examined to the extent that they encompasses the elected subject matter. Similarly, claims 33-42 
and 44 are generic to Groups IX -XII VIII because they encompass multiple inventions. Should 
any group IX-XII elected, claims 33-42 and 44 will be examined to the extent that they * 
encompass the elected subject matter 

Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. Because these inventions are distinct for the reasons given above 
and the search required for Groups I-IV and V-VIII is not required for Group IX-XII or vice 
versa, restriction for examination purposes as indicated is proper. Because these inventions are 
distinct for the reasons given above and have acquired a separate status in the art because of their 
recognized divergent subject matter, restriction for examination purposes as indicated is proper. 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a petition under 37 
CFR1.48(b) and by the fee required under 37 CFR 1.17(1). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sumesh Kaushal Ph.D. whose telephone number is (703) 305- 
6838..The examiner can normally be reached on Monday-Friday from 9:00 AM to 5:30 PM. If 
attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor Deborah 
Clark can be reached on (703) 305-4051. The fax-phone number for the organization where this, 
application or proceeding is assigned as (703) 308-4242. Any inquiry of a general nature or 
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relating to the status of this application or proceeding should be directed to the patent analyst 
Tracey Johnson, whose telephone number is (703) 308-0377. If the claims are amended 
canceled and/or added the applicants are advised to follow Amendment Practice under § 1.121 

(http://www. uspto.gov). 



S. Kaushal, AU 1633 
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